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FIRST OFFICE ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement filed with this application has been considered. An 
initialed form PTO-1449 is enclosed with this First Office Action. 

Claims 

3. The preliminary amendment filed with this application has been entered. Claims 1-23 are 
pending in this application. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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5. Claims 1-23 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



6. It is not clear how a "selected thickness" (e.g. claim 3, line 4; claim 21 , line 3) is intended 
to differ from any other thickness of metallic material on the substrate. 



7. The pending claims are indefinite because they fail to properly specify the system used in 
reciting the percentages of alloying elements. The claims fail to specify if the percentages (e.g. 
claim 1, line 4; claim 2, line 2) are in weight percent, volume percent or atomic percent. Weight, 
volume and atomic percent are commonly used in describing alloy systems and therefore any 
description of an alloy must specify what system is used. 



Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



9. Claims 1-23 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-7 of copending Application No. 
1 1/856,545 (U.S. Pub. No. 2008/008121 1). Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of the copending application 
cover cooking surfaces made of zirconium alloys containing cobalt (e.g. see claim 1 of the 
copending application) and the pending claims cover cooking surfaces made of zirconium alloys 
containing at least one other metal. Although it is noted that the pending claims require at least 
75% zirconium in the alloy, the claims of the copending application encompass alloys in this 
range. Although it is noted that the copending claims require cobalt as an alloying constituent, 
the pending claims encompass this selection as an alloying constituent. This is a provisional 
obviousness-type double patenting rejection because the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC § 102/103 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-23 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Winter (U.S. Patent 3,496,621). 

13. Winter discloses an aluminum alloy strip having a roll clad Zircaloy surface (e.g. see 
Example 5). Zircaloy has a zirconium content of greater than 75% (e.g. pending claim 1) and 
less than 10% of elements in addition to zirconium (e.g. pending claim 2). While Winter may 
not disclose the clad strip as a "food cooking surface" (e.g. claim 1, line 1), any surface is 
capable of being a food cooking surface. Only an article is being claimed in the rejected claims 
and the article of Winter has all the structure needed to anticipate the physical article required by 
the rejected claims. In addition, the recitation of "food cooking surface" (e.g. claim 1, line 1) has 
not been given patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a process or 
the intended use of a structure, and where the body of the claim does not depend on the preamble 
for completeness but, instead, the process steps or structural limitations are able to stand alone. 
See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). Regarding the intended use limitation "for kitchen 
utensil or cooking appliance" (e.g. claim 1, lines 1-2), a recitation of the intended use of the 
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claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. The clad 
structure of the reference is as capable of being used for a kitchen utensil or cooking appliance as 
the surface described in the claims. While it is noted that claim 23 specifically recites a "kitchen 
utensil or cooking appliance having a food contacting surface" (lines 1-2), this recitation occurs 
in the preamble and the body of the claim does not depend on the preamble for completeness. In 
addition, there is no physical structure required of a "kitchen utensil or cooking appliance having 
a food contacting surface" that differentiates over the clad article of the reference. Regarding 
claims requiring a "crystalline metal sheet" (e.g. claim 6), the roll clad Zircaloy sheet of Winter 
would be crystalline. While it is noted that some pending claims recite that the surface is 
deposited by sputtering (e.g. claims 4-5) and Winter uses roll cladding, when there is a 
substantially similar product, as in the applied prior art, the burden of proof is shifted to the 
applicant to establish that their product is patentably distinct not the examiner to show that the 
same process of making, see In re Brown, 173 U.S.P.Q 685, and In re Fessmann, 180 U.S.P.Q. 
324. Patent and Trademark Office can require applicants to prove that prior art products do not 
necessarily or inherently possess characteristics of claimed products where claimed and prior art 
products are identical or substantially identical; burden of proof is on applicants where rejection 
based on inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, 
jointly or alternatively, and Patent and Trademark Office's inability to manufacture products or 
to obtain and compare prior art products evidences fairness of this rejection, In re Best, Bolton, 
and Shaw, 195 USPQ 431 (CCPA 1977). Likewise, there is no evidence of record that the 
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method limitations of the remaining article claims (e.g. colaminating, brazing, hot striking, 
stamping, etc. . .) necessarily result in a patently distinct product from the product of Winter. 
Winter specifically roll clads his article and the method recitations in the pending article claims 
do not necessarily add any further structure that would not be present in the article of Winter. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The additional references that have been made of record serve to further establish the 
level of ordinary skill in the art. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Zimmerman whose telephone number is (571) 272-1547. 
The examiner can normally be reached on 8:30am-5:00pm, M-F. Supervisor Rena Dye can be 
reached on (571) 272-3186. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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16. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



John J. Zimmerman 
Primary Examiner 
Art Unit 1794 



/John J. Zimmerman/ 

Primary Examiner, Art Unit 1794 

JJ Z 

June 2, 2008 



